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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .114. Applicant's submission filed on 16 
October 2006 has been entered. 

2. The amendment filed on 16 October 2006 has been received and entered. 
Claims 1 , 3-7, and 9-20 are pending in this application. Claims 1, 7, and 15 are 
independent claims. 

Response to Arguments 

3. The applicant's arguments filed on 04 April 2006 have been fully considered but 
are not persuasive. 

On page 8 of Applicant's arguments, Applicant contends that "Basham dose not 
teach receiving a dataset from an application that does not support scaling". Said 
argument has been amply addressed in the previous office action as follows. Tape 
scaling is disclosed by Basham (Basham, Figure 8 and Column 14 Line 1 through 
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Column 15 Line 39). The method and system of Basham accepts input data and scales 
tape capacity only because applications, which sent input data to the method and 
system of Basham, did not perform tape scaling in advance. In other words, it is 
inherent that the method and system of Basham accepts input data from applications 
that does not support scaling. 

Additionally, Applicant argues on page 9 of Applicant's arguments that In 
contrast, the present invention claims a dataset directed exclusively to a magnetic 
storage medium, so that there is no selecting of data storage as in Gelb. In response, it 
is pointed out that that Gelb does teach magnetic tapes, which is one kind of data 
storage out of a plurality of data storage devices, which the method and system of Gelb 
chooses depending on the characteristics of the input data sets. Please see Column 12 
Lines 64 through Column 13 Lines 15-23, which is a listing of STORAGE CLASS ACS 
ROUTINE, wherein tape drives are specifies as /* EXCLUDE NON DASD AND NON 
TAPE ALLOCATIONS */. Also note Column 16 Lines 65-68, wherein tape drives are 
disclosed as Level two of the hierarchy can include directed tape subsystem(s) 48 or 
buffered tape subsystem(s) 49. Gelb teaches a dataset directed to a magnetic storage 
medium, among others. Therefore, Gelb teaches the claimed invention among other 
features. Gelb's invention is even more comprehensive that the claimed invention. 

On the same page, Applicant argues that the present invention claims selecting 
scaling in response to storage criteria while Gelb teaches the storage devices in 
response to storage. In response, it is pointed out that Gelb teaches said limitation of 
claim 1 , and that has been addressed in prior office actions as follows. 
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Basham teaches the limitation: "a scaling module configured to select a storage 
instruction in response to storage criteria applied to the storage characteristics, wherein 
the storage instruction comprises an instruction to scale the magnetic tape storage 
medium to a predetermined capacity for optimal data access performance" (Column 3 
Lines 68-61, Column 11 Lines 25-30, Column 14 Lines 38-43, Column 14 Line 64 
through Column 15 Line 6, and Column 15 Lines 16-39. Particularly note Column 3 
Lines 68-61 which recites that Until the tape is filled, future data may be stored by 
creating additional partitions as described above, each partition having a variable size 
appropriate to the amount of data stored therein; Column 1 1 Lines 25-30 which recites 
that an application may require assorted sizes of fixed-size partitions, each partition 
including one or more adjacent segments, as required by the application; and Column 
1 1 Lines 33-36 which recites that As an example, partition sizes may be established by 
receiving user input (now shown) prior to tasks 502 and 604). 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1,3-7, and 9-20 are rejected under 35 U.S.C. § 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1-20, is not statutory because method, system, and program recited in 
claims 1-20 do not require any physical transformation and the invention as claimed 
does not produce a useful and tangible result in view of MPEP 2106 
(IV)(C)(2)((B))((2))(a) and (b) 1 . 

As per claim 1 , the claim recites an apparatus, which is comprised of software 
per se, and is not a process nor a machine nor a manufacture nor a composition of 
matter. Therefore, claim is not statutory in view of MPEP 2106 (IV)(C)(2)((B))((2))(a) 
and (b). 



1 MPEP 2106 (IV)(C)(2)((B))((2))(a) and (b): 

For an invention to be "useful" it must satisfy the utility requirement of section 101. The USPTO's official interpretation of the utility 
requirement provides that the utility of an invention has to be (i) specific, (ii) substantial and (iii) credible. MPEP § 2107 and 
Fisher, 421 F.3d at 1372, 76 USPQ2d at 1230 (citing the Utility Guidelines with approval for interpretation of "specific" and "substantial"). In 
addition, when the examiner has reason to believe that the claim is not for a practical application that produces a useful result, the claim should be 
rejected, thus requiring the applicant to distinguish the claim from the three 35 U.S.C. 101 judicial exceptions to patentable subject matter by 
specifically reciting in the claim the practical application. In such cases, statements in the 

specification describing a practical application may not be sufficient to satisfy the requirements for section 101 with respect to the claimed 
invention. Likewise, a claim that can be read so broadly as to include statutory and nonstatutory subject matter must be 

amended to limit the claim to a practical application. In other words, if the specification discloses a practical application of a section 101 judicial 
exception, but the claim is broader than the disclosure such that it does not require a practical application, then the 
claim must be rejected. 

The tangible requirement does not necessarily mean that a claim must either be tied to a particular machine or apparatus or must operate to 
change articles or materials to a different state or thing. However, the tangible requirement does require that the claim 

must recite more than a 35 U.S.C. 101 judicial exception, in that the process claim must set forth a practical application of that judicial exception 
to produce a real-world result. 
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Claims 2-6 are rejected under 35 U.S.C. § 101 because these claims depend on 
claim 1. 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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8. Claim 1, 3-6, 9-10, and 15-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gelb et a\„ (hereinafter "Gelb") (U.S. Patent Number 5018060) in 
view of Basham et al. (hereinafter "Basham")(U.S. Patent Number 5757571). 

Referring to claim 1 , Gelb et al. is directed to a system and method for selecting 
storage media to improve data access performance and teaches the limitations: 

"a reception module configured to receive a dataset from an application that does 
not support scaling for storage exclusively on a magnetic tape storage medium (Figure 
4: Data Facility Product 32, Peripheral Data Storage 12; Column 18 Line 47 through 
Column 19 Line 59; Column 12 Lines 64 through Column 13 Lines 15-23; and Column 
16 Lines 65-68); and 

"an identification module configured to identify storage characteristics of the 
dataset" (Figure 4: Data Facility Product 32 and Column 19 Lines 16-39, i.e. The 
parameters in MGMTCLAS ACS ROUTINE are compared with the received data set 
parameters for determining a best comparison which indicates which of the 
management classes listed above is selected for the data set. ). 

Gelb also teaches a storing module (Figure 4: Data Facility Product 32) which 
stores the data set a storage medium (Figure 4: Peripheral Data Storage 12) according 
to the storage characteristics of the data set (i.e. received data set parameters). 

Gelb does not explicitly disclose the limitation: "a scaling module configured to 
select a storage instruction in response to storage criteria applied to the storage 
characteristics, wherein the storage instruction comprises an instruction to scale the 
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magnetic tape storage medium to a predetermined capacity for optimal data access 
performance". 

Basham teaches the limitation: 

"a scaling module configured to select a storage instruction in response to 
storage criteria applied to the storage characteristics, wherein the storage instruction 
comprises an instruction to scale the magnetic tape storage medium to a predetermined 
capacity for optimal data access performance" (Column 3 Lines 68-61, Column 11 Lines 
25-30, Column 14 Lines 38-43, Column 14 Line 64 through Column 15 Line 6, and 
Column 15 Lines 16-39. Particularly note Column 3 Lines 68-61 which recites that Until 
the tape is filled, future data may be stored by creating additional partitions as described 
above, each partition having a variable size appropriate to the amount of data stored 
therein; Column 1 1 Lines 25-30 which recites that an application may require assorted 
sizes of fixed-size partitions, each partition including one or more adjacent segments, as 
required by the application; and Column 1 1 Lines 33-36 which recites that As an 
example, partition sizes may be established by receiving user input (now shown) prior to 
tasks 502 and 604). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to the feature of storage medium scaling as taught by Basham et 
al. to the system and method of taught for selecting storage media to improve data 
access performance taught by Gelb et al. so that the resultant system would constitute 
an apparatus for selecting storage media scaling to improve data access performance, 
wherein the storing module (Gelb, Figure 4: Data Facility Product 32) would be 



Application/Control Number: 10/648,064 Page 9 

Art Unit: 2162 

performing the functions of the reception module, identification module, and scaling 
module of the claimed invention/One would have been motivated to do so in order to 
more efficiently and conveniently locate, read, write, and update data stored on 
magnetic tape media (Basham, Column 2, Line 47-49) ". 

Referring to claim 3, Gelb teaches the limitation: 

"wherein the storage instruction comprises an instruction to not scale the 
magnetic storage medium" (Column 19 Line 16-58). In the apparatus of Gelb in view of 
Basham, storage instructions could be to save the data set in the storage medium 
without scaling the storage medium, that is, without calling the scaling routine taught by 
Basham et al. (Gelb, Column 19 Line 16-58). 

Referring to claim 4, Gelb teaches the limitation: 

"further comprising a determination module (Figure 4: Data Facility Product 32) 
configured to store a plurality of predefined storage criteria and compare the storage 
characteristics of the received dataset with the predefined storage criteria to determine 
the storage instruction" (Column 12 Lines 43-61, i.e., storage classes and", and Column 
18 Line 47 through Column 19 Line 15, i.e., compare the information). 

Referring to claim 5, Gelb in view of Basham teaches the limitation: 
"further comprising a mapping module (Gelb, Figure 4: Data Facility Product 32) 
configured to track capacity information for the storage medium that stores the dataset 
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(Basham, Column 13 Lines 43-67, i.e., automated padding). Note that the system of 
Basham tracks the capacity of the storage medium and such feature could be combined 
into the Data Facility Product of the system of Gelb. 

Referring to claim 6, Gelb teaches the limitation: 

"wherein the scaling module is configured to communicate the selected 
instruction to a storage medium controller" (Figure 4: Data Facility Product 32, i.e., the 
storing module, and Figure 4: IOS 37). 

Claim 9 is rejected on the same basis as claim 3. 

Claim 10 is rejected on the same basis as claim 4. Note that the storing module 
(Gelb, Figure 4: Data Facility Product 32) would be performing the functions of the 
reception module, identification module, and scaling module of the claimed invention. 

Claim 15 is rejected on the same basis as claim 4 (Gelb, Column 4 Lines 25-27, 
i.e., {Machine-effected method of the invention, .... ). 

Referring claim 16 Gelb teaches the limitation: 

"wherein the method further comprises defining a plurality of storage 
characteristics as storage characteristics that require on optimally scaled magnetic tape 
storage medium" (Column 8 Line 20-62). Gelb in view of Basham discloses the claim 
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limitation. Specifically note that, in the apparatus/system of Gelb in view of Basham 
storage characteristics are defined for different levels of capacity, access mode, and 
performance (Gelb, Column 8 Line 20-62, i.e., Storage classes and their service 
attributes) and storage medium could be scaled as necessary employing the scaling 
method taught by Basham. Therefore, the method and system of Gelb in view of 
Basham further comprises defining a plurality of storage characteristics as storage 
characteristics that either require storage on optimally scaled storage medium or satisfy 
storage criteria for storing the dataset on optimally scaled storage medium. 

Referring to claim 17, Gelb in view of Basham teaches the limitation: 
"wherein the method further comprises defining a plurality of storage 
characteristics as storage characteristics that require storage on maximum capacity 
magnetic tape storage medium" (Column 8 Line 20-62). Gelb in view of Basham 
discloses the claim limitation. Specifically note that, in the apparatus/system of Gelb in 
view of Basham storage characteristics are defined for different levels of capacity, 
access mode, and performance (Gelb, Column 8 Line 20-62, i.e., Storage classes and 
their service attributes) and storage medium could be scaled as necessary employing 
the scaling method taught by Basham. Therefore, the method and system of Gelb in 
view of Basham further comprises defining a plurality of storage characteristics as 
storage characteristics that either require storage on optimally scaled storage medium 
or satisfy storage criteria for storing the dataset on optimally scaled storage medium. 
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Referring to claim 18, Gelb in view of Basham teaches the limitation: 
"wherein determining further comprises identifying storage characteristics that 
satisfy storage criteria for storing the dataset on optimally scaled magnetic tape storage 
medium (Column 8 Line 20-62). Specifically note that, in the apparatus/system of Gelb 
in view of Basham storage characteristics are defined for different levels of capacity, 
access mode, and performance (Gelb, Column 8 Line 20-62, i.e., Storage classes and 
their service attributes) and storage medium could be scaled as necessary employing 
the scaling method taught by Basham. Therefore, the method and system of Gelb in 
view of Basham further comprises defining a plurality of storage characteristics as 
storage characteristics that either require storage on optimally scaled storage medium 
or satisfy storage criteria for storing the dataset on optimally scaled storage medium. 

Referring to claim 19, Gelb in view of Basham teaches the limitation: 
"wherein determining further comprises identifying storage characteristics that 
satisfy storage criteria for storing the dataset on maximum capacity magnetic tape 
storage medium" (Column 8 Line 20-62). Specifically note that, in the apparatus/system 
of Gelb in view of Basham storage characteristics are defined for different levels of 
capacity, access mode, and performance (Gelb, Column 8 Line 20-62, i.e., Storage 
classes and their service attributes) and storage medium could be scaled as necessary 
employing the scaling method taught by Basham. Therefore, the method and system of 
Gelb in view of Basham further comprises defining a plurality of storage characteristics 
as storage characteristics that either require storage on optimally scaled storage 
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medium or satisfy storage criteria for storing the dataset on optimally scaled storage 
medium. 

Claim 20 is rejected on the same basis as claim 5. 

9. Claim 7, 11, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gelb in view of Basham and further in view of Bergsten (U.S. Patent Application 
Publication Number 2003/0204672). 

The apparatus of Gelb in view of Basham 1 does not explicitly teach the 
limitations: "a network", "coupled to a network", and "from the controller over the 
network". 

Bergsten teaches the limitation: 

"a network", "coupled to a network", and "from the controller over the network" 
(Figure 3:Network Adapter 312 and Paragraphs 0032 and 0033). Bergsten teaches a 
system and means of an advanced storage controller which is attached to a network 
(Figure 3 and Paragraphs 0032 and 0033). 

At the time the invention was made, it would have been obvious to person of 
ordinary skill in the art to add the feature of coupling a storage system controller to a 
network as taught by Bergsten to the system and apparatus of Gelb in view of Basham 
so that the resultant system would be a system for scaling a storage medium to improve 
data access performance, the system comprising: 
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"a network configured to communicate data" (Bergsten, Figure 3: Network 
Adapter 31 2 and Paragraphs 0032-0033); 

"a storage controller coupled to the network" (Bergsten, Figure 3: Network 
Adapter 312 and Advanced Storage Controller 100 and Paragraphs 0032-0033); 

"a magnetic storage device having a magnetic storage medium configured to 
store data" (Gelb, Figure 4: Peripheral Data Storage 12) "received from the controller 
over the network" (Bergsten, Figure 3: Network Adapter 312 and Advanced Storage 
Controller 100 and Paragraphs 0032-0033) "from a dataset from an application that 
does not support scaling "(Basham, Figure 8 and Column 14 Line 1 through Column 15 
Line 39). The method and system of Basham accepts input data and scales tape 
capacity only because applications, which sent input data to the method and system of 
Basham, did not perform tape scaling in advance. In other words, it is inherent that the 
method and system of Basham accepts input data from applications that does not 
support scaling.); 

"a host coupled to the network" (Gelb, Figure 4: host processor 10 and Column 
15 Lines 51-67 and Bergsten, Figure 3: Network Adapter 312 and Paragraphs 0032- 
0033), "the host configured to exchange data with the controller" (Bergsten, Figure 3: 
Advanced Storage Controller 100 and Paragraphs 0032-0033); 

"an application operating within the host, the application configured to produce a 
dataset to be stored on the storage medium" (Gelb, Figure 4: Application Programs 30 
and Column 15 Lines 51-67); 
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and "a scaling module configured to communicate with the application" (Gelb 
Figure 4: Data Facility Product 32, Figure 4: Application Programs 30 and Column 15 
Line s51-67) and "select a storage instruction in response to storage criteria applied to 
storage characteristics of the dataset" (Gelb, Column 12 Lines 43-61, i.e., storage 
classes and Column 18 Line 47 through Column 19 Line 15, i.e., compare the 
information), "wherein the storage instruction comprises an instruction to scale the 
magnetic tape storage medium to a predefined capacity for optimal data access 
performance" (Basham, Column 3 Lines 68-61, Column 1 1 Lines 25-30, Column 14 
Lines 38-43, Column 14 Line 64 through Column 15 Line 6, and Column 15 Lines 16- 
39). 

One would have been motivated to do so because network attached storage 
systems (NAS) is well known in the art and commonly implemented today. 

Referring to claim 1 1 , Gelb view of Basham and further in view of Bergsten 
teaches the limitation: 

"wherein the storage controller is configured to receive the storage instruction 
and execute the storage instruction" (Bergsten, Figure 3: Advanced Storage Controller 
100 and Paragraphs 0032-0033). 

Referring to claim 12, Gelb teaches the limitation: 

"wherein the scaling module operates within the host" (Gelb, Figure 4: host 
processor 10 and Data Facility Product 32 and Column 15 Lines 51-67). 
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10. Claim 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gelb in view of Basham, further in view of Bergsten and further in view of Riedel et al. 
(hereinafter "Riedel") (Erik Riedel, Garth Gibson and Christos Faloutsos, Active Storage 
for Large-Scale Data Mining and Multimedia, Proceedings of the 24 th VLDB Conference, 
New York, USA, 1998). 

Referring to claims 13, Gelb in view Basham and further in view of Bergsten does 
not explicitly teach the limitation: "wherein the scaling module operates within the 
storage controller". 

Riedel teaches the limitation: 

""wherein the scaling module operates within the storage controller" (Page 1 , 
Paragraph 2, Page 3 Figure 1, Column 1, and Paragraph 1 through Page 3 Column 2 
Paragraph 1). Riedel teaches a system and method called Active Storage wherein 
application code is executed within the storage device controller/storage device (Page 
1 , Paragraph 2, i.e., General purpose microcontrollers with 100-200 MHz processing 
speeds are already being incorporated into high-end commodity disk drives; Page 3 
Figure 1, i.e., The Trend in Drive Electronics; and Page 3, Column 1, Paragraph 1 
through Page 3 Column 2 Paragraph 1 , i.e., With Active Disks, excess computation 
power in storage devices is available directly for application-specific function in addition 
to supporting these existing storage specific optimizations. ). 
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At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to add the feature of exploiting the processing power of 
embedded microprocessors inside disk controller/disk to execute application code as 
taught by Riedel to the system of Gelb in view of Basham and further in view of 
Bergsten so that, in the resultant system, the scaling module would operate either within 
the storage controller or the storage device. One would have been motivated to do so in 
order to exploit the processors embedded in individual storage device for some of the 
data-intensive applications common in data mining and multimedia databases (Riedel et 
al., Page 1 , Column 2, Line 2-6). 

Referring to claim 14,Riedel teaches the limitation: 

"wherein the scaling module operates within the magnetic tape storage device" 
(Page 1, Paragraph 2, Page 3 Figure 1, Column 1, and Paragraph 1 through Page 3 
Column 2 Paragraph 1). Also refer to the action on claim 13 for this limitation. 
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